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Mail Stop Petition 


Commissioner for Patents 


RECEIVED 


PO Box 1450 


JUL 1 6 2012 


Alexandria VA 22313-1450 


OFRCEOF PETITIONS 


Re: Petition for Expired patent #6010468 under 37CFR 1.378 
Application # 09/035,136 

Dear Commissioner: 

I am the inventor and patentee of the above patent. I entered an exclusive licensing agreement with a 
company called The Discovery Group. This company was to maintain patent maintenance fees or notify 
me of their failure to do so. They did neither, which I have now discovered (I do not know when the 
patent formally expired). This was an unavoidable delay and I would like to continue to try to bring this 
device to market as I believe it can help my patients. I sincerely appreciate your review in this matter. I 
have enclosed the page from the above mentioned licensing agreement that stipulates the responsibility 
of the company I granted exclusivity to. This agreement has now ended and I desire to continue. I 
would, as the inventor, maintain the patent and am willing to pay any backdated fees or penalties. 

The co-inventor has assigned his rights of 'know how' to me. 


Sincerely, 



Lucia n Grove MD 


2516 Wycliffe Ave Roanoke VA 24014 


540-521-9595 


To: 


Fron^ B6/B5/aZ 

This PatenHhiage Proyided B^^^ 
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[57] ABSTRACT 

A fool dorsillexion device comprises at least one portable 
boox which can bt submersed in liquids it desired, worn by 
a patient, having a baseplate and a tbotplale affixed at one 
end to the baseplate. An inflatable ix;llows is positioned 
between the baseplate and footplate, such that inflating the 
bellows moves the footplate relative to the baseplate to eftect 
flexion of Ihe patienl's fool. A controUer controls Ihc pump- 
ing sequence of a pump which can inllaie one or more boot 
devices. In another feature, the controller also receives 
information as to ihe patient's leg muscle activity and 
responds appropriately to stop/re-slart the device. Such a 
feedback mechanism is uscftil to prevent flexton dunng an 
abnormal cxmtraction pattern, such as occurs tn muscle 
spa.sm or tetany. The device is can be operated remotely anci 
in both aulomalic and manual modes by the user or operator. 

35 Claims, 5 Drawing Sheets 
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THIS LICENSE ^^^^^'^'^^JJ^^'t:^^ '"bf-l 
as of ^rfl ' A n P A C p. ("LieenBor"> and 

("Company" or "LicerusM")- 

RECITALS 

("?ee?f',Tprlnoipal of the Ccmpw 

such terms are defined below. 

C. Licensor ie willing to gr«;t such license to the Company 
on the following terms and conditions. 

NOW, BEFORE, for and in coneiderat^^^^^^^^^ 
condition and j^idertakings i^^^^ is 
?rrf^"^o^il?did!^^^^^^^ aSS%^e^Co:^any agree as follows. 

1. T7gyTWTTIO!g3. 

used in this Agreement, the fallowing gaPf l^i-.tlllSJSg 
whether used in the singular o. plural, snaxj- 
meanings : 

, t ii*«^-.Am^»tn shall mean this Agreement, including all 

(a) "Agreement ^snaiJ. m^oxi valid amendment to tne 
exhibits attaahed hereto together witt any v«-i 

foregoing ■ 

(b) -Licensed Pat-t R^^^^^^^^^^ 

use, sell and otherwise employ the Vai^^^^^^ foreign letters 

granted in or covered by all unitea £jj relating to the 

latent owned f^^^ »=<rJi«d by t^^^^^ 

TechnoloSy, including but not lir^tedto^i^^^ ^^^^ ^^^^^^ 

hereto, as wall as any U.S. or f^^^ all 
any patent *PP^'-of,^"S^onsAn^^^^^ divisions, reissues, ,re- 
l'S^^^^^li...''ri^^^^^^ -e^al' -V of the foregoing. 

ic) "Licensed Territory- shall mean every country in the 
world* 

manufacture, use or sale of Products, 
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and/or the Licensed gatent Rigbcs as determiaed on a par Licensed 
Territory basis. W.1 royalties due aad payable hereunder shall be 
paid asmually wiehia £hi2?ty (30) days of Decettiber 31 of ©aeh y^^r 
until such time as all patent eKpeasee are rapaid as provided in 
Section 3(d) of this Agreenient. Tharoafter, all such royalties 
shall be paid on a quarterly basis within thirty (30) days of the 
end of the applicable quarter. 

(c) ass9S^» 'The Company shall keep complete and accurate 
records and accounts of its sales of Products and sublicensing 
transactions in sufficient detail to enable royalties payable to be 
audited. The Licensor shall have the right to inspect the recorcs 
on a quarterly basis during normal business hours and to appoint a 
eertif iod accounting firm to audit the CorRpany records . Such audit 
shall be at the sole ejcpense of the Licensor. The accounting firm 
shall enter into a confidentiality agreement acceptable to the 
Cotroany. All such information shall be deemed confidential 
Information for all. purpose© of this Agreoment, The Company shall 
prtsserve and maintain all roeords reasonably required for an audat 
hereurder for a period of rive years. Notwithstanding the 
forego'ing, the Company shall provide Licensor with a semi-annual 
report of all sales and sublicensing transactions involving the 
Products and Licensed Patent Rights during the term of this 
Agreement, upon the eonimencement of quarterly royalty payments, 
such reports shall be provided on a quarterly basis. 

(d) Paif@n^i^^aA^^ . The Company shall be solely responsible 
for paying all legal esgpenses, including the filing fees, incurred 
in applying for, securing, prosecuting and maintaining patents or 
other intellectual property protection of the Technology on behair 
of Licensor, whether in this or other countries. Company shall 
have sole discretion as to decisions to file or prosecute patent 
applications, to iiiaiatain issued patents and take other measures 
pursuant to this Section. The Company shall provide Licensor with 
estimates of major patent prosecution e;Q)enses and shall consult 
with Lictsnsor regarding major prosecution decisions. For purposes 
of the foregoing, a major expense or decision shall be deemed to be 
any expense or decision that may result: in an expense in excess of 
$5,000.00. NotwitHstanding tho foregoing, Licensor shall reimburse 
Company for all such expenses incurred by the Coit^aay with raapect 
solely to the initial United States application and any 
continuation or division of the initial U.S, application only as 
follows; company may deduct such expenses from royalties payaole. 
by the Company to the Licensor, provided that Licensor shall not be 
obligated to pay such outstanding patent expenses in any caxendar 
year in excess of that amount which equals fifteen percent (15%) of 
the total royalties payable to Licensor during that year* Tc the 
extent there are. insufficient royalties in any calendar year to 
provide for payment of such expenses by Licensor m the maimer set 
forth in this Section ild), Licehsor's obligation to pay sucn 
expenses shall accrue aad be applied to future royalty P^V^f^^s, 
To the Qxt^t the Company never pays sufficient royalties to allow 
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ASSIGNMENT OF KNOW BOW 


WHEREAS, Richart Freer* a Vii^pinia resident ("Freer"), and the chairman of the 
board of Discovery Group, L.C., as defined below, holds c&tain inventions, discoveries aad 
know how relating to the design of a feedback device to effect automatic shutoff of a foot 
dorsiflexion device in the event of spontaneous spastic motion of the leg and fbot (the "Freer 
Know How")i which Freer Know How is further definai by the block diagram attached at 
Exhibit A hereto. 

WHEREAS, Ludan Y. Grove, Jr., a resident of Virginia ("Grove"), is the inventor 
and holder of know how relating to a pneumatic fbot dorsIQexlon device (the "Grove Know 
How**) to which the Freer Know How may be applied in use and patented; and 

WHEREAS, Discovery Group, L*Cm a Virginia Umited liability company of which 
Freer is a member ("Discovery Group"), is entering into an exclusive license agreem^t with 
Grove pursuant to which Freer is obligated to assign to Grove the Freer Know How, and 
Grove is obligated to license back to Discovery Group the combined Freer Know How and the 
Grove Know How in exchange fbr certain royalties on sales of products employing the Freer 
and Grove Know How (the '^License Agreement"), 

NOW, THKBPFO B E^ contingent upon Grove fully and validly executing the license 
Agt^emectt on or before i4ay 17, 1997, and in wnsider^on of the covenanu exchanged in the 
License Agreement and recited herein, the recdpt and sufficiency of which tsaOi party 
acknowledges, Grove and Freer do hereby agr^ as follows: 

U Freer represents that, to the be« of his knowledge, he is authorized to grant the 
assignment made herein and that use of fhe Frmr Know How as contemplated by this 
Agreement and the license Agreement will not inftinge any third party rights. The parties 
acknowledge* however, that the patentability of the Freer Know How has not yet been 
determined. Freer therefore exj^essly disclaims any warranty of ownership, title, or 
noninfringement. 

2, Freer docs hereby sell, assign, transfer, and set over unto Qtove, and Grove does 
hereby accept transfer and assignment, of all of Fieer's right, title, and interest in and to the 
Freer Know How as wdl as any rights In any resulting patent application or letter patait, 
issued in any jurisdiction, the same to be held and enjoyed by Grove for bis own use and 
behoof, and for the use and behoof of his heirs, executors, administrators, and assigns, for so 
long as legally-cognizable rights may subast in the Freer Know How, including but not limited 
to the end of the fUU term for which any Letters Patent are granted. 

3. Freer shall execute such additional documents as Grove may require and further 
provide Grove with reasonable cooperation and assistance in prqarlng and prosecuting any 
patent application for the combined Grove Know How and Freer Know How. 
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4. Grove acknowledges that Frecr*s grant of this Asslgnm^t is contingent upon 
Grove's executioa of and perfomoance of his obligations under the License Agrccnient, that 
this Astigoment ^all not take effect until Grove executes the License Agreement, and that this 
Assignnrient shall be null and void in the event Grove fails to execute the License Agreement. 
Discovery Group is a third party beneficiary of this Agreement. 

IN WITNESS WHEREOF, fte parties so agree. 


RICHARD FREER 



COMMONWEALTH OF VIRGIhnA ) 

crry/ceeNTY of £cc<U<(m^ ) 

Od this dgy of May 1997» before mt appeared Richard Fzter, the person who signed ihb forr-^oing 
ksmifflantp who aeknowladfed that he or she signed it as a free act . f 

^ |j> IcP' Notary Public 
My comnusiion expires: -^j 1^1? I f \ . 



Y, GROVE, JR. 


COMMONWEALTH OF VIRGINIA ) 

ciTY/eowmr op RonA)<,i<c ) 

On tida /.i"aay of May 1997, before ma appeared Luciafl Y. Grove, Jr. , txie person v,^c dgoed tee foregoing 
insinuneni, who adcnowledged theX be or she stgocd it as a &ee t^t\ 

J J Notary Publiie (7 

My commifision expires; ^M^"^^ V b / fff , 


